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DETAILED ACTION 

Applicant's arguments, filed 9/12/2007, have been fully considered but they are 
not deemed to be persuasive., The following rejections and/or objections are either 
reiterated or newly applied. They constitute the complete set presently being applied to 
the instant application. 

Applicants have amended their claims, filed 9/12/2007, and therefore rejections 
newly made in the instant office action have been necessitated by amendment. 

Claims 69-70, 74-87, and 100-133 are withdrawn from further consideration 
pursuant to 37 CFR 1.142(b) as being drawn to a nonelected inventive group, there 
being no allowable generic or linking claim. Election was made without traverse in the 
reply filed on 11/2/2006. 

Claims 66-68, 71-73, 88-99, and 134 are the current claims hereby under 
examination. 

Claim Rejections - 35 USC §112 

Response to Arguments 

Applicant's arguments, filed 9/12/2007, with respect to the rejectioi^ of claims 
under 35 USC 112 second paragraph have been fully considered and are persuasive 
because of applicant's amendment to the claims. Therefore the rejections have been 
withdrawn. 
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Claim Rejections • 35 USC § 101 

Response to Arguments 

Applicant's arguments, filed 9/12/2007, witli respect to tlie rejection of claims 
under 35 USC 101 as being drawn to non-statutory subject matter have been fully 
considered and are persuasive because of applicant's amendment to the claims. 
Therefore the rejection has been withdrawn. 

Claim Rejections ■ 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 66-68, 71-73, 88-99, and 134 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Chan (P/N 6,355,420). 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 
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The claims are directed to a method of analyzing polymers through high 
resolution linear analysis. The polymer has a first and second specific markers with 
first and second specific labels at a separation distance; a detection zone is provided 
where a timing event is established and the polymer is moved through the detection 
zone at a velocity, whereby the first and second emissions by the first and second 
labels are detected and proportions of the first and second emissions are calculated and 
compared to determine the separation distance of the first and second markers. 

Chan teaches claims 66, 88-97, and 134 at col. 7 - col. 10. Chan at col. 7 and 8 
discusses the analysis of polymers by analyzing a polymer as It is moving through a 
nanochannel. Chan discusses at col. 8, lines 40-48, that the analysis may involve a 
measurement of the time elapsed between detected signals, which indicates the 
distance between two units or the length of the polymer. Chan further discusses at col. 
8, lines 58-62, at least two units of the polymer are labeled differently so as to produce 
two different detectable signals. It is inherent that the detected signals of the first unit 
specific marker and second unit specific marker, which are detected as it passes 
through the detection signal, corresponds to a distance of the detection zone that has 
been traversed by the label of either the first or the second unit specific marker, at the 
timing events. Chan discusses at col. 10. lines 57-64, that the polymers may be any 
type of polymer known in the art, such as a nucleic acid or proteins and that different 
labels can be used to lable different linked units to produce different signals, such as a 
fluorophore or an electromagnetic label. 

Response to arguments: 
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Applicant's arguments filed 9/12/2007 have been fully considered but they are 
not persuasive. 

Applicant argues that there Is no teaching or disclosure In Chan of identifying a 
proportion of a first emission signal that corresponds to a distance of a detection zone 
that has been traversed by a label of the first unit specific marker at a timing event and 
there is no mention of identifying a portion of the second emission signal that 
corresponds to a distance of the detection zone that has been traversed by the label of 
the second unit specific marker at the timing event. 

Applicant's arguments are not found persuasive because Chan clearly teaches 
detecting emission signals from a first unit specific marker and a second unit specific 
marker at timing events as they pass through.a detection zone. Therefore, it is inherent 
that the detected signals of the first unit specific marker and second unit specific 
marker, which are detected as it passes through the detection signal, corresponds to a 
distance of the detection zone that has been traversed by the label of either the first or 
the second unit specific marker at the timing events. It is not clear as to how a 
proportion of an emission signal that is not passing through a detection zone would be 
detected. 

Claims 66-68. 71-73. 88-99, and 134 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Gilmanshin et al. (P/N 6,263,286). 

Gilmanshin et al. teaches claims 66-68, 71-73, 88-99, and 1 34 at the abstract, 
col. 5, lines 50-62, col. 14, lines 33-48, and col. 15, lines 30-67. Gilmanshin et al., In the 
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abstract, discusses determining the spatial separation of specific sites within a polymer. 
Gilmanshin et al. in the background discusses how polymers can be be biological 
macromolecules such as DNA. Gilmanshin et al. at col. 5, lines 50-62, discusses using 
a polymer, or extended object, that is similarly labeled with at least two unit-specific 
markers and passes through a station where the impulses, or signals, are measured 
and an autocorrelation function is calculated, which reads on a timing event and 
analyzes the polymer by determining the separation distance between the measured 
impulses or signals. Therefore, it is inherent that the detected signals of the first unit 
specific marker and second unit specific marker, which are detected as it passes 
through the detection signal, corresponds to a distance of the detection zone that has 
been traversed by the label of either the first or the second unit specific marker at the 
timing events. Gilmanshin et al. at col. 14, lines 33-48, discusses the calculation of the 
separation distance between the two unit-specific markers. Gilmanshin et al. at col. 15, 
lines 30-67, discusses what the different polymers and what the different labels may be. 
Response to arguments: 

Applicant's arguments filed 9/12/2007 have been fully considered but they are 
not persuasive. 

Applicant argues that there is no teaching or disclosure in Chan of identifying a 
proportion of a first emission signal that corresponds to a distance of a detection zone 
that has been traversed by a label of the first unit specific marker at a timing event and 
there is no mention of identifying a portion of the second emission signal that 
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corresponds to a distance of the detection zone that has been traversed by the label of 
the second unit specific marker at the timing event. 

Applicant's arguments are not found persuasive because Chan clearly teaches 
detecting emission signals from a first unit specific marker and a second unit specific 
marker at timing events as they pass through a detection zone. Therefore, It is inherent 
that the detected signals of the first unit specific marker and second unit specific 
marker, which are detected as it passes through the detection signal, corresponds to a 
distance of the detection zone that has been traversed by the label of either the first or 
the second unit specific marker at the timing events. It is not clear as to how a 
proportion of an emission signal that is not passing through a detection zone would be 
detected. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 

doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438. 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used 
to overcome an actual or provisional rejection based on a nonstatutory double 
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patenting ground provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 CFR 1 .130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

An obviousness-type double patenting rejection is appropriate where the 
conflicting claims are not identical, but an examined application claim is not patentably 
distinct from the reference claim(s) because the examined claim is either anticipated by, 
or would be obvious over, the reference claim(s). see, e.g., In re Berg, 140 F.3d 1428, 
46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 
(Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985). 

Claims 66 and 134 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 3 of patent 
number 6,263,286. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the instant claims are a species of the 
patented claims. 
Response to arguments: 

Applicant's arguments filed 9/12/2007 have been fully considered but they are 
not persuasive. 

Applicant argues that as discussed with reference to Gilmanshin that Gilmanshin 
does not disclose identifying a proportion of a first emission signal that corresponds to a 
distance of a detection zone that has been traversed by a label of the first unit specific 
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marker at a timing event and tiiere is no mention of identifying a portion of tlie second 
emission signal tliat corresponds to a distance of tlie detection zone that has been 
traversed by the label of the second unit specific marker at the timing event. 

Applicant's arguments are not found persuasive for the reasons stated above in 
the instant office action. 



Claim Rejections • 35 USC § 102(f) 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(f) he did not himself invent the subject matter sought to be patented. 

Claims 66-68. 71-73, 88-99. and 134 are rejected under 35 U.S.C. 102(f) 
because the applicant did not invent the claimed subject matter. 

For the reasons discussed above, it is apparent that Gilmanshin et al. (P/N 
6,263,286) contains claimed subject matter in claims that is not patentably distinct from 
instant claims 66 and 134. Because the inventive entity of Gilmanshin et al. (P/N 
6,263,286) is different from the instant application, a rejection is appropriate under 35 
U.S.C. 102(f). This rejection could be overcome by amendment of the appropriate 
claims so that the claims are patentably distinct, or by filing a declaration stating the 
inventive entity for the commonly claimed subject matter is identical. 
Response to arguments: 
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Applicant's arguments filed 9/12/2007 have been fully considered but they are 
not persuasive. 

Applicant argues that as discussed with reference to Gilmanshin that Gilmanshin 
does not disclose identifying a proportion of a first emission signal that corresponds to a 
distance of a detection zone that has been traversed by a label of the first unit specific 
marker at a timing event and there is no mention of identifying a portion of the second 
emission signal that corresponds to a distance of the detection zone that has been 
traversed by the label of the second unit specific marker at the timing event. 

Applicant's arguments are not found persuasive for the reasons stated above in 
the instant office action. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Conclusion 



No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason Sims, whose telephone number is (571)-272- 



If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Michael Bonn can be reached via telephone (571)-272-0713. 

Papers related to this application may be submitted to Technical Center 1600 by 
facsimile transmission. Papers should be faxed to Technical Center 1600 via the 
Central PTO Fax Center. The faxing of such papers must confonn with the notices 
published in the Official Gazette, 1096 OG 30 (November 15, 1988), 1156 OG 61 
(November 16, 1993), and 1 157 OG 94 (December 28, 1993) (See 37 CFR § 1.6(d)). 
The Central PTO Fax Center number is (571)-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomation about the PAIR system, see httD://Dair-direct. uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 

// Jason Sims // 



7540. 





